CREATED: 16 MAR 2021

DOUBLE
PATENTING
REJECTION

The doctrine of double patenting seeks to
prevent the unjustified extension of patent

exclusivity beyond the term of a patent.

A double patenting issue may arise between
two or more pending applications (whether or
not the other pending application has
published), or between one or more pending

applications and a patent.

Generally, a double patenting rejection is not
permitted where the claimed subject matter is
presented in a divisional application as a result
of arestriction requirement made in a parent
application under 35 U.S.C. 121.
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"SAME INVENTION"

35UsC 101

The invention is
considered distinct if:

e Anembodiment falls
within the scope of
one claim but not
the other.

e one claim can be
literally infringed
without literally
infringing the other.

Overcome this
rejection by amending
or canceling the claims
in conflict.

A terminal disclaimer
is not effective here.

BASED ON
OBVIOUSNESS
ANALYSIS

Compared to 103:

e 103 analysis relies
on prior art.

e ODPrelieson
claims of a prior
patent /app. (May
include prior art.)

e Evaluated by one
way (default) and
two way tests.
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"0BVIOUSNESS TYPE"

JUDICIAL DOCTRINE

BASED ON
ANTICIPATION
ANALYSIS

ODP Anticipation arises
when the examined
claims are genericto a
claimin the potentially
conflicting patent or
application. (Species
anticipates genus.)

Overcome this rejection by amending/canceling the claim(s) or
by filing a terminal disclaimer (affects all claims). TD requires the

reference patent/app

to be commonly owned and not expired.
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